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WARREN, Administrative Patent Judge.

Decision on Appeal
Thisisan apped under 35 U.S.C. § 134 from the decision of the examiner findly rgecting
dams 1 through 10, which are dl of the daimsin the application. Claims 1* and 6 are illustrative of the
clamson apped:

1. A compound suitable for use as a compressor lubricant, comprising an oil prepared by

! We have copied dlaim 1 asit stands of record with the chemica formula as amended in the
amendment of August 22, 1995 (Paper No. 10; page 2), from which it is gpparent that claim 1 as set
forth in the appendix to appellants brief isin error.
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ederification of a polyoxyethylene represented by the following formula (l):

(1 CH,-O-(AO)-H
?

CH-O-(AO),-H
?

CH,-O-(AO),-H

wherein each n, which may be different from the others, represents an integer from 1 to 10, and
AOQ isthe oxyethylene group, with at least one polycarboxylic acid compound having from 2 to 20
carbon atoms, and at least one monocarboxylic acid compound having from 2 to 20 carbon atoms.

6. Use of the lubricant according to dlam 5, in a closed refrigerator system which is of the compression
type.
We sdlect clams 1 and 6 for congderation of the respective issues in the two grounds of

rejection advanced by the examiner on gpped because gppellants Sate in their brief that the “dams
gand or fal asasingle group” (page 3). 37 CFR § 1.192(c)(7) (1995).
The reference rdied on by the examiner is:

Seki et d. (Saki) 0461 262 Dec. 18, 1991
(published Eur. Pat. Application)

The examiner has rgjected appeded claims 1 through 5 and 10 under 35 U.S.C. 8§ 103 asbeing
unpatentable over Seiki (answer, pages 2-3)? and has further rgjected appealed claims 6 through 9
under 35 U.S.C. § 101 “because the ‘use’ of acomposition is not a statutory class of invention”
(answer, page 3).2

We affirm the ground of rejection under 8§ 101 but reverse the ground of rglection under 8
108.

Rather than reiterate the respective positions advanced by the examiner and gppellants, we refer
to the examiner’ s answer and to gppellants brief for a complete exposition thereof.

Opinion

2 The statement of this ground of rejection appearsin the final rejection of November 20, 1995 (Paper
No. 11; pages 3-4).

® The examiner withdrew the rejection of claim 9 under 35 U.S.C. § 112, second paragraph (answer,
page 2).
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In order to consider the issues in this apped involved with the gpplication of Seiki to the
clamed invention encompassed by appeded claim 1, we first must determine the invention
encompassed by this claim asit stands before us, mindful that we must give the broadest reasonable
interpretation to the terms thereof consistent with appelants specification as it would be interpreted by
one of ordinary kill inthisart. See, e.g., Inre Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023,
1027 (Fed. Cir. 1997). Wefind that consgtent with the “ Summary of the Invention” and the examplein
the specification (pages 8 and 14-15), clam 1 isdirected to “an oil prepared by esterification of a
polyoxyethylene. . . [of] formula(l) . . . with at least one polycarboxylic acid compound . . . and at
least one monocarboxylic acid compound . . . ” (emphasis supplied), wherein the polycarboxylic and
monocarboxylic acids are further defined in the claim with respect to carbon atoms content. We further
find that one of ordinary sKill in this art would have recognized from the disclosure in the pecification
(pages 8-10 and 14-15) that the product-by- process language thus employed in claim 1 specifies that
the daimed “ail” is the eserified product from the reaction of a polyhydric polyoxyethylene acohaol of
“formula (l)” with polycarboxylic and monocarboxylic acids, and thusisamixture of esters. Seelnre
Thorpe, 777 F.2d 695, 697-98, 227 USPQ 964, 966 (Fed. Cir. 1985). Indeed, such a mixture would
comprise reaction products wherein at least one of the hydroxy functiond moieties of the polyhydric
polyoxyethylene acohol compound is eterified by a polycarboxylic acid compound, thus resulting in,
eg., ester compounds containing at least one acid moiety having a carboxy functional group and ester
compounds wherein a di-acid moiety links two polyoxyethylene acohol moieties

In arriving a our interpretation of clam 1, we recognize that the preamble of this clam recites
“[a compound suitable for use as a compressor lubricant.” However, when considered in the context
of the daimed invention as awhole, including congderation thereof in light of the specification, we find
that this limitation is not necessary to characterize the pecified “oil” reaction product in order to give
meaning to clam 1 and properly define the invention. See generally Inre Fritch, 972 F.2d 1260,
1262, 23 USPQ2d 1780, 1781 (Fed. Cir. 1992) (citing Perkin-Elmer Corp. v. Computervision
Corp., 732 F.2d 888, 896, 221 USPQ 669, 675 (Fed. Cir.), cert. denied, 469 U.S. 857 [225 USPQ
792] (1984), Corning Glass Works v. Sumitomo Elect. U.SA,, Inc., 868 F.2d 1251, 1257, 9
USPQ2d 1962, 1966 (Fed. Cir. 1989), In re Stencel, 828 F.2d 751, 754-55, 4 USPQ2d 1071,
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1073 (Fed. Cir. 1987). Indeed, under the facts of this case, we find that the language of the preamble
does not limit the scope of claim 1 to a*compound” as opposed to the “oil” reaction product mixture,
or provide any further limitation on the “oil” mixture through the recitation that the sameis “ suitable for
use as a compressor unit.”

In gpplying Seiki to clam 1 aswe have interpreted it above, wefail to find in the sole portion of
this reference disclosing an ester of a polyoxylakylene glycal, that is, formula (11) wherein one or more
of R, R, or R is“an acyl group having 1 to 20 carbon atoms’ (page 3), any suggestion to one of
ordinary skill in this art to form a mixture which would contain one or more of the esters so disclosed in
the reference, which could be formed by the reaction of said glycol and suitable monocarboxylic acids,
and esters formed by the reaction of said glycol and polycarboxylic acids with the reasonable
expectation of arriving a the claimed “oil” mixture. Accordingly, in the absence of evidence or scientific
reasoning advanced by the examiner establishing that Satki would have provided such a suggestion and
reasonable expectation of success in the absence of appellants disclosure, we reverse this ground of
rejection because the examiner has failed to establish a prima facie case of obviousness of the claimed
invention encompassed by appedled claim 1 over the reference within the meaning of § 103.* Inre
Vaeck, 947 F.2d 488, 493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991), citing In re Dow Chemical
Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531(Fed. Cir. 1988) (“Both the suggestion and the
reasonable expectation of success must be found in the prior art, not in the applicant’ s disclosure.”).

Turning now to the ground of rejection under § 101, we find that the language of appeded dam
6 when given its broadest possible interpretation in light of gppdlants specification asit would be
interpreted by one of ordinary skill in thisart, Morris, supra, sSmply specifiesa“use” and not a
“process, machine, manufacture, or composition of matter, or any new or useful improvement thereof”
for which a patent may be obtained as provided in this statutory provison. Indeed, the “[u]se of the

* We suggest that any further prosecution of the appedled dlaims before the examiner indlude
consderation of the issue of whether these claims comply with the requirementsof 35 U.S.C. §112,
second paragraph. We note in this respect that it gppearsthat clam 5 and clams dependent thereon fail
to find antecedent basisin any of clams 1 through 4 for “the hydrocarbon” specified in dam 5, and
neither claim 5 nor the claims on which it depends recite “a compound (X)” as specified in clam 10
which is dependent on claim 5.
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lubricant . . . inacdosed refrigerator systlem which is of the compression type’ neither clams a method
of usng the lubricant in such a system or arefrigerator system of the type specified which contains said
lubricant. Furthermore, gppellants have not presented in their brief any argument or authority with
respect to whether claim 6 complies with 8§ 101 (page 3-4). Accordingly, on this record, we affirm this
ground of rgjection.

In summary, we have reversed the ground of rgjection of appealed claims 1 through 5 and 10
under 35 U.S.C. § 103 as being unpatentable over Seiki and have affirmed the ground of rejection of
appeaed claims 6 through 9 under 35 U.S.C. § 101.

The examiner’ s decison is affirmed-in-part.

No time period for taking any subsequent action in connection with this gppeal may be extended
under 37 CFR § 1.136(3).

AFFIRMED-IN-PART

CHARLESF. WARREN
Adminidrative Patent Judge

MARY F. DOWNEY )
Adminigrative Patent Judge )
)
)
)
BRADLEY R. GARRIS ) BOARD OF PATENT
Adminigrative Patent Judge ) APPEALS AND
) INTERFERENCES
)
)
)
)



Appea No. 1997-0436
Application 08/277,692

Michadl J. Caddedll
Fina Technology, Inc.
P.O. Box 410
Dalas, TX 75221



